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Response to Applicants' Amendment and Arguments 



1 . The amendment filed November 12, 2003, has been entered and made of 
record. 

In response to the amendment, the objection to claims 1 and 57 is withdrawn. 

Applicants' arguments have been fully considered, but are not deemed to be 
persuasive for at least the following reasons. 

Applicants argue on page 6, that the prior art relied upon by the Examiner, i.e.. 
Capps, Beernink, Harada and Kuriyama, do not describe or suggest a handwriting input 
area or window that receives and displays handwritten input and is restricted to a single 
location of the screen. Applicants contend that Capps and Beernink describe write- 
anywhere devices in which any part of the screen may be used to select actions as well 
as receive/display handwritten input. Applicants further argue that Harada and 
Kuriyama do not restrict the handwriting input area to a single location on the screen. 
The Examiner disagrees. It is the Examiner's view that Capps teaches the handwriting 
input area receives and displays handwritten input, and is restricted to a single location 
of the screen. For example, in Capps' Fig.2, the note area 54a is displayed on power 
up (column 5, lines 42-43), and is in a single, fixed, particular position on the screen 
(Fig.2). Text is entered using a pen (column 5, lines 49-51). Therefore, note area 54a 
meets the indicated language of the claim. Note also that note area 54a is configured to 
solely receive and display handwritten input. Capps does not teach that any part of the 
screen may be used to select actions as well as receive/display handwritten input. For 
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example, in Fig.2, element 56a is a header, and is therefore not intended for 
handwritten input. The area 60 has function buttons 64, and is therefore used for 
selecting actions, but is not used for handwritten input. Clearly, Capps designates 
areas for handwritten input, and areas for selecting actions. Beernink was cited for a 
pop-up corrector, and a correction list, not the handwritten input area specifically. 
Harada was cited for its teaching of inputting changes to a database based on low 
recognition values. Kuriyama, as pointed out on page 8 of the previous Office Action, 
teaches a window for receiving and displaying handwritten input, wherein the window is 
restricted to a particular location of the screen (Fig.1; Figs.3B and 3C). 

Claim Rejections - 35 USC §112 

2. Claims 1-5 and 54-60 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Claim 1 recites that the "predetermined area of the screen..." is "configured to 
solely receive and display handwritten input." This is not supported by the original 
disclosure. In Fig.1 , the input area 104 accepts and displays handwritten input. 
However, upon selection of editing icon 106 (see page 9, lines 2-4), a correction 
keyboard is displayed in the input area (Fig.2). When in this mode, the input area is no 
longer used for handwritten input, and does not display handwritten input. Rather, the 
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area is used as a keyboard. Therefore, the input area is not configured to "solely 
receive and display handwritten input." Claim 54 suffers from the same problem. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described ih a printed publication In this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent 5,367,453 to Capps et al. (hereinafter "Capps"). 

As to claim 1, Capps discloses a hand-held electronic apparatus having a small 
housing for ease of transport thereof and to contain control circuitry for running different 
applications therewith (Figs. 1 and 2; column 1, lines 24-27), the apparatus comprising: 

a touch-enabled screen on the housing having a predetermined size for receiving 
and displaying information (Fig. 2, element 52); 

a predetermined area of the screen less than the predetermined size of the 
screen (Fig. 2, note area 54a and/or 54b, is smaller than the predetermined size of the 
screen 52, e.g., the area between the header 56a and icons which are just above the 
silkscreened area 60; column 5, lines 42-44) on which handwriting is recognized (Fig.2), 
the predetermined area being restricted to a single location of the screen and 
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configured to solely receive (Fig.4a; column 8, line 23) and display handwritten input 
(Fig.4a; column 8, line 24); and 

an input devicolely e which cooperates with the screen and underlying circuitry 

for 

use in inputting handwriting only in the predetermined screen area and selecting 
application operations displayed on the remainder of the screen to provide the input 
device with distinct functions based on where the device is used on the screen (Fig. 2, 
element 38); and 

handwriting recognition circuitry configured for recognizing single and multiple 
character words handwritten on the predetermined screen area (column 8, line 26). 

As to claim 3, Capps discloses the apparatus of claim 1 wherein the handwriting 
recognition circuitry is configured to display a predetermined number of output words 
each having an underlying value associated therewith indicative of the probability of 
recognition accuracy thereof based on the input handwritten word, the output words 
being ordered from words having highest to least recognition accuracy probabilities 
(column 8, lines 60-64; column 9, lines 43-45). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 09/901,878 



Art Unit: 2623 



Page 6 



invention was nnade to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
considertheapplicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 2 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of Capps and U.S. Patent 5,682,439 to Beernink et al. (hereinafter 
"Beernink"). 

With regard to claim 2, Capps discloses the apparatus of claim 1 wherein the 
handwriting recognition circuitry is configured to display a predetermined number of 
output words that are ordered by the circuitry based on likelihood of matching the input 
handwritten word (column 8, lines 58-64), the output words being displayed in a menu 
of word choices (Fig. 6a). 

Capps teaches that a user can selectively display the menu of output words 
(column 7, lines 58-61; column 8, lines 48-49). Since the words in the menu can be 
displayed at will, by choice of the user. Capps' invention can display the words in the 
menu each time a word is handwritten in the predetermined screen area. 
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If the claim were to be interpreted to mean that the words are displayed 
automatically for every word, this is considered obvious over Capps' disclosure, when 
considering the teachings of Beernink. Beernink teaches a pop-up corrector (e.g., 
Fig. 5, element 1 68) similar to that provide by Capps. Beernink further teaches that a 
user can invoke the pop-up corrector using the stylus (column 10, lines 52-54) in 
manner similar to that of Gapps, or it can be invoked automatically by the software itself 
(column 10, lines 54-58). Eliminating the need for user intervention in Capps' invention 
and providing it with the capability to display the words automatically offers the inherent 
advantage of assuring the user of more accurate word input, while alleviating the user 
from the tediousness of having to repetitively perform manual display of the words. It 
would therefore have been obvious to one of ordinary skill in the art to modify Capps' 
invention according to Beernink. 

As to claim 4, Capps discloses that the output words include one word having the 
highest value amongst the displayed output words, but does not disclose a 
predetermined threshold recognition level that is compared to a confidence level for said 
one word such that if the confidence level exceeds the threshold recognition level the 
one word is used in the application that is active without requiring user intervention, and 
if the confidence level does not exceed the threshold recognition level user selection is 
required from amongst the output words for use in the active application. However, this 
is taught by Beernink (column 10, lines 56-61 ; note Beernink teaches that the correction 
list is invoked if the recognition probability does not exceed a predefined threshold, 
implying that the user would then need to make a selection). It would have been 
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obvious to one of ordinary skill in the art to modify Capps according to Beernink 
because this would allow for the automatic invocation of the correction list, thereby 
relieving the user of having to manually invoke it. 

8. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Capps and U.S. Patent 5,754,686 to Harada et al. (hereinafter 
"Harada"). 

As to claim 5, Capps discloses the apparatus of claim 3 wherein the handwriting 
recognition circuitry includes at least one dictionary database and having a user 
ihteri'ace therewith for inputting changes to the database (column 10, lines 51-56). 
Capps does not disclose that the inputting is based on low recognition values for 
handwritten words indicative of the absence of the words from the database. However, 
it is well known to input changes to a database based on low recognition values as 
evidenced by Harada (column 2, lines 1-13). It would have been obvious to modify 
Capps' invention according to Harada's teaching because this would allow new words, 
i.e., those not currently in the database, to be added to the database for subsequent 
recognition, effectively extending the flexibility of the invention. 

9. Claims 54-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of Capps and U.S. Patent 5,838,302 to Kuriyama et al. (hereinafter 
"Kuriyama"). 

As to claim 54, Capps discloses a hand-held electronic apparatus comprising: 
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a touch-enabled screen configured to receive and display information (Fig. 2, 
element 52); and 

a circuit (Fig.1) configured to provide an ai^ea for solely receiving and displaying 
handwritten data (Fig.4a), to recognize single and multiple character words (Fig.4b) 
based on the handwritten data received and displayed in the area, and to restrict the 
area to a single location of the touch-enabled screen (Fig. 2, note area 54a and/or 54b, 
within the screen 52, e.g., the area between the header 56a and icons which are just 
above the silkscreened area 60; column 5, lines 42-44). 

Capps does not disclose that the area is a window. However, windows for 
receiving and displaying handwritten data are well known in the art. For example, 
Kuriyama teaches a hand-held electronic apparatus (Fig.1), which includes a touch- 
enabled screiBn (Fig.1, element 14), which receives and displays handwritten data in a 
window (Figs.3B and 3C, area P), wherein the window is restricted to a single location 
of the screen (Figs.3B and 3C). 

Kuriyama's arrangement provides more user friendliness for some since the 
window is in a fixed location, and is more clearly designated, and there would therefore 
be no ambiguity as to where the handwriting should be written. Therefore, it would have 
been obvious to modify Capps' invention according to Kuriyama's teaching. 

Claim 55, Kuriyama teaches that the window is smaller in size that the touch- 
enabled screen (Figs.3B and 3C). 

Claim 56, Kuriyama teaches that the particular location of the window is a lower 
portion of the touch-enabled screen (Figs.3B and 3C). 
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Claim 57, Kuriyama does not disclose that the window occupies less than one 
third of the touch-enabled screen and spans a width of the touch^enabled screen. 
However, this is not considered to patentably distinguish the claim from the prior art. To 
have the window a particular size is a decision to be made based on designer 
preference. A designer would utilize a particular window size to accommodate a 
particular application, or achieve a particular look, for example. 

Claim 58, Kuriyama teaches that the window includes at least one action icon 
(Figs.SB or 3C, elements 31 , 32, 33 or 34). 

Claim 59, Kuriyama teaches the window always appears at a specific location of 
the touch-enabled screen when activated (Figs.3B or 3C). 

Claim 60, Kuriyama teaches that the window may appear on, and disappear 
from, the touch enabled screen (note it disappears in the key-input process, Fig.3A, and 
appears in the handwriting input process, Figs.3B and 3C). 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jon Chang whose telephone number is (703)305-8439. 
The examiner can normally be reached on M-F 8:00 a.m. -6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (703)308-6604. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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